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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
 
MARY KAY INC., 
 
  Opposer, 
 
 v. 
 
MICHAEL KORS, L.L.C., 
 
  Applicant. 
 

§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 

 
 
Opposition No. 91212133 
  
 
Serial No. 85/622,261 
 
 
Mark: MK MICHAEL KORS & DESIGN 

 
MOTION TO SUSPEND 

 
Petitioner, Mary Kay Inc. (“Mary Kay”), hereby requests, pursuant to Trademark Rule 

2.11(a), 37 C.F.R. § 2.117(a), suspension of the above-identified opposition proceeding (the 

“Opposition”) until such time as there is a final ruling in the civil case Mary Kay Inc. v. Michael 

Kors LLC, No. DC13-01663, filed February 8, 2013, and currently pending in the District Court 

of Dallas County, Texas, 68th Judicial District (“the Lawsuit”).  A copy of the First Amended 

Petition is attached as Exhibit A.  The court has entered a scheduling order, set the case for trial, 

and the parties are currently conducting discovery. 

Mary Kay filed the Lawsuit against Applicant Michael Kors, L.L.C. (“Michael Kors”) 

requesting the court find that Michael Kors has breached the terms of the Settlement and 

Coexistence Agreement between the parties in numerous instances, including without limitation, 

by applying to the register the mark that is the subject of the Opposition.  The interpretation of 

the Settlement and Coexistence Agreement is before the state court.  The Lawsuit involves all of 

the parties, marks, and issues currently before the Board in the Opposition.   
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While the issue of suspension falls within the discretion of the Board, “ordinarily, the 

Board will suspend proceedings in the case before it if the final determination of the other 

proceeding will have a bearing on the issues before the Board.”  TBMP § 510.02(a).  Similarly, 

Trademark Rule 2.117(a) states that: 

Whenever it shall come to the attention of the Trademark Trial and Appeal Board 
that a party or parties to a pending case are engaged in a civil action or another 
Board proceeding which may have a bearing on the case, proceedings before the 
Board may be suspended until termination of the civil action or the other Board 
proceeding. 

37 CFR 2.117(a).   

 In this instance, not only does the pending civil action have a bearing on the issues before 

the Board, the decision in the civil action will be determinative of the issues before the Board. 

 For the foregoing reasons, Opposer requests that the Board suspend all proceedings in 

this Opposition pending final resolution of the Lawsuit. 

 
 
 
Dated:  August 22, 2013 

Respectfully submitted, 
 
 
By:  /Richard. J. Groos/_________________ 

 Richard J. Groos 
Sheri M. Hunter 
FULBRIGHT & JAWORSKI L.L.P. 
98 San Jacinto Blvd., Suite 1100 
Austin, Texas 78701 
Tel:  512.474.5201 
Fax:  512.536.4598 
 
Attorneys for Opposer, Mary Kay Inc. 
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CERTIFICATE OF SERVICE 
 

 I hereby certify that on August 22, 2013, a copy of the foregoing Motion to Suspend was 
served on Applicant via International First Class Mail to Applicant at the correspondence address 
of record, as follows:  
 

NANCY DICONZA 
FROSS ZELNICK LEHRMAN & ZISSU, P.C. 
866 UNITED NATIONS PLZ 
NEW YORK, NEW YORK 10017-1822  
 
 
 
  

 
       _/Sheri M. Hunter/____________________ 
       Attorney for Opposer 



 

 

 

 

 

 

EXHIBIT A 
























